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REQUEST FOR RECONSIDERATION OF 
PETITION UNDER 37 CFR 1.47(b) 



Dear Sir: 



This Request is in response to the dismissal of Applicant's (ExxonMobil Chemical Patents, 
Inc.) declaration and petition filed September 23, 2004. The petition was dismissed on November 4, 
2004, providing two months for reply and correction. The dismissal was based upon deficiencies with 
respect to certain requirements under 37 CFR 1.47(b), including particularly, items (1) proof that the 
non-signing inventor refuses to sign; (2) an acceptable oath or declaration; and (5) proof of proprietary 
interest. It was requested that this reply to the dismissal only address the noted deficiencies. As such, 
Applicant respectfully addresses each item separately as follows. 



Item (1) - proof that the inventor refuses to sign 



Applicant has made at least three attempts to have the inventor Mr. Jean-Marc Francois execute 
a declaration for the filing of the subject application for patent and assignment of the subject invention 
to ExxonMobil Chemical Patents, Inc. The first was during the course of several days preceding the 
priority filing date of April 10, 2003, when the documents were presented to Mr. Francois during the 
term of his employment by ExxonMobil. The documents were presented to Mr. Francois personally by 
his supervisor, Mr. Jean-Pierre Frognet, whereupon Mr. Francois declined to execute the documents. 
Mr. Francois voluntarily terminated his employment with ExxonMobil on April 1 1, 2003. 
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A subsequent attempt was made by ExxonMobil to secure Mr. Francois 1 execution of the 
declaration and assignment. A declaration (newly drafted with the then last known address for Mr. 
Jean-Marc Francois), assignment, application, and a pre-addressed, postage pre-paid return DHL 
envelope was sent to Jean-Marc Francois' then last known address listed in our Law Department 
database at 12 Rue de Deauville, 54260 Longuyon, France, on July 29, 2004, via DHL courier (Exhibit 
A). Applicant has not received any reply from Mr. Francois or other indication that delivery was then 
to an incorrect address. 

Since sending the declaration and petition filed by Applicant on September 23, 2004, Applicant 
has located a new address for Mr. Francois. This new address is "Avenue de Peville 46 - B4030 
LIEGE (Belgium)." 

On December 2, 2004 (Exhibit B), Applicant sent via DHL courier to Mr. Francois, another 
copy of the application as filed (including the claims, specification, and drawings), a 37 CFR §1.63 
declaration, an assignment document, a pre-addressed DHL return envelope, and a cover letter 
instructing Mr. Francois on how to execute and return the documents. Attached hereto is a copy of a 
DHL detail tracking report (Exhibit C) reflecting the shipment history of the package to Mr. Francois. 
Particularly, the report demonstrates that the package was shipped to Mr. Francois on December 2, 
2004 and was successfully delivered to Mr. Francois in Liege, a city near Brussels, Belgium, on 
December 6, 2004. 

The attached tracking report reflects that the package was delivered to "Jean-Marie Francois." 
Applicant believes this is merely a typographical error or misread of the recipient name by the DHL 
representative entering data into the tracking system. The name should have been typed in as "Jean- 
Marc" instead of "Jean-Marie." Also attached hereto is a "Shipment Detail" (Exhibit C) printout 
provided by DHL reflecting Delivery to "Jean Marc Francois" in an upper portion of the document, 
while the Consignee name near the lower portion of the page reflects "Jean-Marie Francois." 
Applicant also attaches hereto a copy of the actual delivery confirmation page (Exhibit C) that Mr. 
Francois signed when he received the package. Line item 17 on that page erroneously reflects the 
"Jean-Marie Francois" name, while the printed name cell merely reflects "Francois." The signature cell 
is illegible. Applicant respectfully submits that these facts support a conclusion that DHL mistyped the 
name, as there is no basis for a conclusion that the package was actually received by a "Jean-Marie 
Francois" as opposed to the inventor, Mr. "Jean-Marc Francois." Applicant believes that the inventor, 
Mr. Francois, properly received the package. 

As of the present date of January 4, 2005, Applicant has not received from Mr. Francois the 
requested executed declaration and assignment documents. 

In addition to the above-referenced package, Applicant has also sent two e-mails to Mr. 
Francois related to the subject declaration and assignment. Applicant obtained what it believes to be a 
valid e-mail address from one of Mr. Francois's former colleagues. After sending each e-mail, 
applicant has not received any indication that the e-mail address was invalid or incorrect. As of the 
present date, Applicant has not received from Mr. Francois any reply to the e-mails or any other 
indication that Mr. Francois intends to execute or return the requested declaration and assignment to 
Applicant. 
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Item (2) - acceptable oath or declaration 

ExxonMobil Chemical Patents, Inc. is the 37 CFR 1.47(b) Applicant. To establish ownership 
under 37 CFR 3.73(b), Applicant submits the following documents and declaration: 

My full name is Ricky Fane James and I have a business address at P.O. Box 2149, Baytown, 
Texas 77522-2149. I hereby declare that I am an Attorney admitted to practice law in the state of 
Texas, that I am registered to practice before the U.S. Patent and Trademark Office, Registration No. 
48,772, that I am employed by ExxonMobil Corporation and that I am authorized to sign on behalf of 
Applicant, ExxonMobil Chemical Company. 

To evidence my authority to sign and act on behalf of Applicant, attached hereto are (1) a 
Certification that I am an Officer of ExxonMobil Chemical Patents Inc. (Exhibit D), and (2) a letter 
from Richard Phillips, a corporation Vice President, to the Commissioner, delegating authority to me to 
act in certain capacities on behalf of ExxonMobil Chemical Patents, Inc. (Exhibit E). ExxonMobil 
Chemical Patents, Inc. may, at its sole discretion, further assign certain patents to be held by another 
internal patent holding subsidiary, namely ExxonMobil Oil Corporation. This permits segregation of 
certain technology fields within the company. The subject patent application will be designated by 
ExxonMobil Chemical Patents, Inc. to be held by ExxonMobil Oil Corporation. However, 
ExxonMobil Chemical Patents, Inc. remains the rightful owner of patents assigned to ExxonMobil Oil 
Corporation, and the full owner of all rights, title and interest in the subject patent. 

As evidenced below, under the subsection titled "Item (5)," and based upon the legal 
conclusions reached therein by European attorney Anne Monique Mareschal, I declare that 
ExxonMobil Chemical Patents, Inc. is the rightful applicant and patent owner, and owner of the entire 
right, title and interest in the subject invention, entitled "Improved Metallized Films," by virtue of the 
relationship of the inventor to the corporation, circumstances, obligations, and legal conclusions set 
forth in Ms. Mareschal's Legal Memorandum, attached hereto. Considering that the inventor, Mr. 
Francois has not executed and returned an assignment document, no assignment document has been 
recorded for the subject patent application and invention. 

Attached hereto is an unexecuted Declaration for Patent Application that is a duplicate of the 
Declaration presented to Mr. Francois for his execution that includes Mr. Francois 1 full name, most 
recent known address, and citizenship (see Exhibit B). 

Also attached hereto is a Declaration under 37 CFR 1.47(b) that includes the title or position of 
the person signing on behalf of the 1.47(b) Applicant, his full name, mailing address, and citizenship 
(Exhibit F). 

Applicant respectfully believes that the above fulfills the requirements of item (2). 

Item (5) - proof of proprietary interest 

Attached hereto is a Legal Memorandum (Exhibit G) signed by an attorney familiar with the 
law of the jurisdiction stating that a court of competent jurisdiction would award the title of the 
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invention of the Rule 47(b) applicant. As the invention was conceived and developed in Europe and 
the inventor is a citizen of a European country, Applicant believes that jurisdiction and choice of law 
principles dictate that European law and jurisdiction would prevail to determine ownership of the 
invention and patent application. The Legal Memorandum attached hereto is prepared and concluded 
by a qualified European attorney, Anne Monique Mareschal. Ms. Mareschal concludes that a court of 
competent jurisdiction would by the weight of authority in that jurisdiction award the title of the 
invention to the Rule 47(b) applicant. 



Applicant respectfully believes that this Reply corrects and resolves all of the deficiencies from 
the 37 CFR 1.47(b) Petition submitted on September 23, 2004. 

This declaration is being made by the best available person having first-hand knowledge of the 
facts recited therein. 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by fine 
or imprisonment, or both under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 



Exhibits: 

A) Letter dated July 29, 2004 [w/attached Declaration (newly executed), Assignment, DHL Air 
Waybill Addressed To Jean-Marc Francois, DHL Return Air Waybill Pre-Addressed to Susan 
Engelmann and DHL Tracking History of Attempted Delivery] 

B) Letter dated December 2, 2004 [w/attached Declaration (newly executed), Assignment, DHL Air 
Waybill Addressed To Jean-Marc Francois, DHL Return Air Waybill Pre-Addressed to Susan 
Engelmann and DHL Tracking History of Attempted Delivery] 

C) DHL Detail Tracking Report (Letter dated December 2, 2004 w/attachments) 

D) Certification as Officer for Company 

E) Letter to Commissioner 

F) Declaration on behalf of Applicant 

G) Legal Memorandum 



Summary 



Date: January 4. 2005 
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